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DETAILED ACTION 
Continued Examination Under 37 CFR LI 14 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR LI 14. Applicant's submission filed on 10/16/2006 has been entered. 

2. All outstanding rejections are withdrawn in light of applicant's amendment filed on 
10/16/2006. 

3. It is noted that in applicant's remarks filed on 10/16/2006 reference is made to a 
Declaration under 35 USC 1 .132, however, no declaration was filed in the response filed on 
10/16/2006. 

Claim Rejections - 35 USC §103 

4. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior office action. 

5. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kato et al (EP 1 
031 726) in view of Hirai (US 6,057,393). 

Kato et al discloses a compressor piston having a coat layer provided on the outer 
performer of the side surface of piston, wherein the coat layer comprises a 100 parts by weight 
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(pbw) fluorocarbon resin such as PTFE; 5-400 pbw binder that is a thermosetting resin; and 0.05- 
12 vol % based on the fluorocarbon resin wear resistance additive such as barium sulfate and 
calcium carbonate (i.e., alkaline earth metal salts) (claim 1, page 3, lines 13-15 and 18-24). 
Kato et al does not disclose the molecular weight or particle size of the fluorocarbon 

resin. 

Hirai discloses a sliding member composition comprising polyethylene tetrafluoride and 
teaches that using a PTFE having a structure-forming ability having a molecular weight of 3x1 0 5 
to 3xl0 7 such as Teflon 6J (which is the commercially available PTFE used in the instant 
inventive examples) is advantageously added to provide for reinforcing properties (col. 3, lines 
9-40). The structure-forming PTFE is used in addition to granular PTFE which is used to 
provide lubricating properties. Teflon 6J has a particle size of 470 microns as disclosed by 
applicant in paragraph 0029 of the applicant's specification.. 

Given that Hirai discloses the benefits of using a PTFE with the presently claimed 
molecular weight and particle size in a sliding member, it would have been obvious to one of 
ordinary skill in the art to utilize such a PTFE in the sliding composition of Kato et al. 

6. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kato et al (EP 1 
031 726) in view of Hirai (US 6,057,393) and further in view of Tanaka (US 5,780,396). 

The discussion with respect to Kato et al and Hirai and paragraph 5 above is incorporated 
here by reference. 

Kato et al does not disclose the use of an additional solid lubricant. 
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Tanaka et al discloses sliding members containing PTFE and teaches that the use of 0.5- 
10 vol % of a solid lubricant advantageously further improves friction properties (col. 2, lines 
39-57). 

Given that Tanaka et al teaches improved friction properties when using solid lubricant, it 
would have been obvious to one of ordinary skill in the art to utilize an additional solid lubricant 
in the coat layer of Kato et al. 

7. Claims 3, 6, 14, 15, and 17-24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kato et al (EP 1 031 726) in view of Hirai (US 6,057,393) OR Kato et al (EP 1 031 726) in 
view of Hirai (US 6,057,393) and further in view of Tanaka et al (US 5,780,396), either of which 
in view of Niwa et al (GB 2 358 866, cited on IDS dated 5/17/2004). 

The discussions with respect to Kato et al, Hirai, and Tanaka et al in paragraphs 5 and 6 
above are incorporated here by reference. 

Kato et al fails to disclose the use of bismuth or a bismuth alloy or a porous layer on the 
substrate. 

With respect to the use of bismuth or a bismuth alloy, Niwa et al discloses a sliding 
material composition and teaches the use of bismuth and bismuth alloy particles in an amount of 
3-40 vol % as a wear resistance additive (abstract, page 5, lines 20-26). 

Given that Kato et al teaches the use of wear resistance additives having a Mohs hardness 
of at least 2.5 and further given that Niwa et al teaches the use of bismuth and bismuth alloy 
particles (Mohs hardness = 2.5) as wear resistance additives, it would have been obvious to one 
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of ordinary skill in the art to utilize bismuth or bismuth alloy particles as the wear resistance 
additive in the composition taught by Kato et al. 

With respect to the use of a porous layer, Niwa et al teaches adhesiveness of a resinous 
coating composition to a metal substrate is improved by rendering the surface of the substrate 
porous by sintering metal powder so that the coating composition can impregnate the substrate 
(page 3, lines 18-21; page 6, lines 1-6). 

Given that adhesiveness is improved by using a porous substrate as taught by Niwa et al, 
it would have been obvious to one of ordinary skill in the art to utilize a porous substrate in the 
piston of Kato et al to thereby improved adhesion of its coat layer. 

With respect to claims 23 and 24, they are drawn to a bearing which is not a piston as 
taught by Kato et al, however, given that the structure of the bearing is a cylinder, it is 
considered that the structure of a cylindrical piston as disclosed by Kato et al is physically 
capable of being a bearing like presently claimed and hence reads on the bearing. 

Response to Arguments 
8. Applicant's arguments filed 10/16/2006 have been fully considered but they are not 
persuasive. Specifically, applicant argues that the cylindrical piston of Kato et al is unrelated to 
a sliding member and one of ordinary skill in the art would not look to combine the teachings of 
the two. 

In response, the coating composition of Kato et al is added to decrease wear in the piston, 
much like what the coating composition on a bearing is intended to do. Therefore, they are 
considered to be very much related and thus it is prima facie obvious to utilize any sliding 
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member teachings whether it is with a piston or a bearing. While Hirai, Tanaka et al 5 and Niwa 
et al are to different compositions than that taught by Kato et al and do not disclose all the 
features of the present claimed invention, they are used as teaching references in the same field 
of endeavor, and therefore, it is not necessary for these secondary references to contain all the 
features of the presently claimed invention, In re Nievelt, 482 F.2d 965, 179 USPQ 224, 226 
(CCPA 1973), In re Keller 624 F.2d 413, 208 USPQ 871, 881 (CCPA 1981). Rather these 
reference teach a certain concept, and in combination with the primary reference, disclose the 
presently claimed invention. 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vickey Ronesi whose telephone number is (571) 272-2701. The 
examiner can normally be reached on Monday - Friday, 8:30 a.m. - 5:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571) 272-1 119. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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